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Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 25 and 41 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. There is no antecedent basis for "the operation" 
recited in claim 25. There is no antecedent basis for "the restricted mode" and "the 
cause" recited in claim 41 . 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



4. Claims 25-31, 34 and 40-46 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent Pub. 2003/0054865 to Byers et al. (hereinafter "Byers"). 



Regarding claim 25, Byers teaches a user interface for a communication system 
in a motor vehicle (see section [0004]) which, in a restricted operating mode, restricts a 
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functionality of a radio interface for wireless connection to a radio communication 
network, said interface including a device for activating a waiting function for an 
incoming call in a restricted operating mode ("Courtesy" button 68 and the "1-9" "keys in 
numeric keypad 60, as shown in Fig. 1 on mobile terminal 10, form the recited 
"interface", as when a user presses "Courtesy" button 68 the call waiting function is 
activated, as recited), which informs the caller of at least one of the cause and expected 
duration of the operation with restricted functionality (user may then press any of the 1-9 
"keys", which determines the duration of the hold (see Fig. 3 for the table of hold values 
associated with each of the 1-9 keys, which is inserted into the message to the caller, 
and see for example, section [0023] which teaches "The mobile user you are calling has 
activated the courtesy alert feature. Please stay on the line and he or she will be able to 
take your call in 10 seconds"). 

Regarding claim 41 , Byers teaches an operating method for a communication 
system in a motor vehicle (see section [0004]), the functionality of which is restricted in 
dependence on predetermined conditions in operation, said method comprising: 
activating, in the operation with restricted functionality, a waiting function with an 
incoming call (user presses "Courtesy" button 68 to activate the call waiting function, as 
recited) determining the expected duration of the restricted mode (user presses one of 
the 1-9 keys, which "determines" the expected duration of the restricted mode, as 
recited); and informing the caller about at least one of the cause and the expected 
duration of the operation with restricted functionality (see section [0023] which teaches 
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"The mobile user you are calling has activated the courtesy alert feature. Please stay on 
the line and he or she will be able to take your call in 10 seconds"). 



Regarding claim 26, which recites "further comprising a device for determining an 
expected duration of the restricted operating mode", the "device" which would 
"determine" the expected duration, would be one of the 1-9 keys. 

Regarding claims 27 and 42, which recite "wherein the waiting function arranges 
an indication of the restricted operating mode in dependence on at least one of the 
expected duration of the restricted operating mode and the person who is calling", the 
"indication of the restricted operating mode" is the expected duration of call holding as 
shown in Fig. 3. 

Regarding claims 28 and 43, which recite "wherein the indication comprises at 
least one of a voice output for outputting information and a sound output for bridging the 
waiting time", the message to the caller indicating an amount of time on hold (as taught 
in section [0023]) is an "indication comprising voice output" as recited. 

Regarding claims 29 and 44, which recite "wherein the indication comprises at 
least one output pause with an adjustable duration", as the values of call holding may 
be one of 10, 20, or 30 seconds and 1 , 2, or 3 minutes, and the voice message to the 
caller will be less than these call holding times, each message will have a pause (no 
voice message, i.e. silence) with an "adjustable duration", as the amount of pause 
changes based on the amount of silence during the hold. 
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Regarding claims 30 and 45, which recite "wherein the at least one output pause 
can be inserted at least one of before or after the information output and before or after 
the sound output", as described above with respect to claims 29 and 44, a pause 
(silence) is inherently present and/or inserted while holding a call. 

Regarding claim 31 , which recites "further including at least two time ranges 
provided for arranging the indication, one of said at least two ranges is selected in 
dependence on the expected duration determined for the restricted operating mode, 
wherein the time range containing the value of the expected duration is selected", as 
described above with respect to claim 25, one of the at least two time ranges (as shown 
in Fig. 3) may be "selected" by the user depressing one of the 1-9 keys. 

Regarding claims 34 and 46, which recite "wherein the sound output comprises 
at least one of discrete sound events and changeable sound events", the message to 
the caller indicating an amount of time on hold (as taught in section [0023]) is a "discrete 
sound event" as recited. 

Regarding claim 40, which recites "A communication system for a motor vehicle 
with a radio interface for wireless connection to a radio communication network and for 
setting up a corresponding communication link, including a user interface according to 
claim 25", the mobile terminal 10 inherently includes a "radio interface" for establishing 
communication links (telephone calls) as recited. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 25-31, 34 and 40-46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 7,280,852 to Shimizu et al. ("Shimizu") in view of Byers. 

Regarding claim 25, Shimizu teaches a user interface for a communication 
system in a motor vehicle which, in a restricted operating mode, restricts a functionality 
of a radio interface for wireless connection to a radio communication network, said 
interface including a device for activating a waiting function for an incoming call in a 
restricted operating mode (action determination unit 13 in Fig. 3, as described in 
columns 5-7 which receives inputs from situation analysis unit 12 and determines to 
place an incoming call on hold based on the detected situation of the car/driver), which 
informs the caller of at least one of the cause and expected duration of the operation 
with restricted functionality (see columns 10-11 which teach notifying the calling party 
that "the call is being held"). 

Although Shimizu teaches determining a number of car/driver situations, where 
these different situations each have a varying amount of severity and/or time to 
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overcome, and Shimizu teaches notifies the calling party that the call is on hold, 
Shimizu does not give an indication of the "expected duration", of the hold as recited. 

In an analogous art, Byers teaches a mobile phone system used in a car, where 
the message to the caller includes information relating to the "expected duration" of the 
hold as recited. See for example, the table of hold values shown in Fig. 3, and see for 
example, section [0023] which teaches "The mobile user you are calling has activated 
the courtesy alert feature. Please stay on the line and he or she will be able to take your 
call in 10 seconds"). 

Therefore, as both Shimzu and Byers are related to call holding while driving, it 
would have been obvious to one of ordinary skill to modify the notification message of 
Shimizu to include "expected duration" information (as taught by Byers) in order to 
enhance the messages provided to the calling party, and avoid callback procedures. 

Regarding claim 41 , Shimizu teaches an operating method for a communication 
system in a motor vehicle, the functionality of which is restricted in dependence on 
predetermined conditions in operation, said method comprising: activating, in the 
operation with restricted functionality, a waiting function with an incoming call (action 
determination unit 13 in Fig. 3, as described in columns 5-7 which receives inputs from 
situation analysis unit 12 and determines to place an incoming call on hold based on the 
detected situation of the car/driver). 

Although Shimizu teaches determining a number of car/driver situations, where 
these different situations each have a varying amount of severity and/or time to 



Application/Control Number: 10/580,861 Page 8 

Art Unit: 2617 

overcome, and Shimizu teaches notifies the calling party that the call is on hold, 
Shimizu does not "determine an expected duration of the restricted mode" and "inform 
the caller about the expected duration", as recited. 

In an analogous art, Byers teaches a mobile phone system used in a car, where 
the message to the caller includes information relating to the "expected duration" of the 
hold as recited. See for example, the table of hold values shown in Fig. 3, and see for 
example, section [0023] which teaches "The mobile user you are calling has activated 
the courtesy alert feature. Please stay on the line and he or she will be able to take your 
call in 10 seconds"). 

Therefore, as the situation analysis unit and action determination unit of Shimzu 
are capable of determining different car/driver scenarios (which inherently have different 
levels of severity and or time related concerns), it would have been obvious to one of 
ordinary skill to modify the system to Shimizu to associate each determined situation (as 
shown in Fig. 4) with an "expected time duration" (thereby "determining a time duration" 
when the situation is determined) and to include this expected time duration information 
into the calling party notification messages (as taught by Byers) in order to enhance the 
messages provided to the calling party of Shimizu, and avoid callback procedures. 

Regarding claim 26, which recites "further comprising a device for determining an 
expected duration of the restricted operating mode", as described above, by modifying 
Shimizu to associate and store an expected duration (as taught by Byers) with each of 
the situations (as shown in Fig. 4 of Shimizu), the "device" which would determine the 
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expected duration would be the action determination unit 13 in Fig. 3., which as 
described in columns 5-7, receives inputs from situation analysis unit 12 and determines 
to place an incoming call on hold based on the detected situation of the car/driver. 

Regarding claims 27 and 42, which recite "wherein the waiting function arranges 
an indication of the restricted operating mode in dependence on at least one of the 
expected duration of the restricted operating mode and the person who is calling", the 
"indication of the restricted operating mode" is the expected duration of call holding as 
shown in Fig. 3 of Byers. 

Regarding claims 28 and 43, which recite "wherein the indication comprises at 
least one of a voice output for outputting information and a sound output for bridging the 
waiting time", the message to the caller indicating an amount of time on hold (as taught 
in section [0023] of Byers) is an "indication comprising voice output" as recited. 

Regarding claims 29 and 44, which recite "wherein the indication comprises at 
least one output pause with an adjustable duration", as the values of call holding in 
Byers may be one of 1 0, 20, or 30 seconds and 1 , 2, or 3 minutes, and the voice 
message to the caller will be less than these call holding times, each message will have 
a pause (no voice message, i.e. silence) with an "adjustable duration", as the amount of 
pause changes based on the amount of silence during the hold. 

Regarding claims 30 and 45, which recite "wherein the at least one output pause 
can be inserted at least one of before or after the information output and before or after 
the sound output", as described above with respect to claims 29 and 44, a pause 
(silence) is inherently present and/or inserted while holding a call. 
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Regarding claim 31 , which recites "further including at least two time ranges 
provided for arranging the indication, one of said at least two ranges is selected in 
dependence on the expected duration determined for the restricted operating mode, 
wherein the time range containing the value of the expected duration is selected", this 
would be performed as described above with respect to claim 25, by modifying Shimizu 
so that each situation (shown in Fig. 4 of Shimizu) is associated with an "expected 
duration" (as taught by Byers). 

Regarding claim 32, which recites "wherein for each time range, at least two 
indication variants are provided, and one of said variants is selected by means of a 
random number generator", it would be an obvious matter of design choice for one of 
ordinary skill in the art to modify the Shimizu/Byers combination to include two time 
variations in a time range and to select one based on a random number generator, as 
recited. 

Regarding claims 34 and 46, which recite "wherein the sound output comprises 
at least one of discrete sound events and changeable sound events", the message to 
the caller indicating an amount of time on hold (as taught in section [0023] of Byers) is a 
"discrete sound event" as recited. 

Regarding claim 40, which recites "A communication system for a motor vehicle 
with a radio interface for wireless connection to a radio communication network and for 
setting up a corresponding communication link, including a user interface according to 
claim 25", the system of Shimizu includes a "radio interface" for establishing 
communication links (telephone calls) as recited. 
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7. Claims 33, 35-37 and 47-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Byers (under section 102) or the Shimizu/Byers combination 
(under section 103) as applied to claims 25-31 , 34 and 40-46 as addressed above in the 
respective rejections, and further in view of U.S. Patent 7,174,01 1 to Kortum et al. 
(hereinafter "Kortum"). 

Regarding claim 33, which recites "wherein the sound output comprises at least a 
part of a known musical item, wherein a time position within the musical item with which 
the sound output begins, calculated to the end of the musical item, corresponds to the 
required duration for the sound output for bridging the waiting time", neither Byers or the 
Shimizu/Byers combination include this feature as recited. 

In an analogous art, Kortum teaches a call holding system which includes the 
ability to provide a number of different musical indications to a holding party. Kortum 
teaches in column 5, lines 1-8, that the "familiar "do re me fa so..." musical scale. ..the 
wait time would be completed with the last note", and "when the music nears 
completion, the customer knows that the wait time is near completion", which reads on 
the recited language in claim 33. 

Therefore, it would have been obvious to one of ordinary skill in the art to modify 
either Byers or the Shimizu/Byers combination to include music while holding as recited, 
when the hold times may be longer than a few seconds, so as to keep the calling parties 
informed of the wait time and keep them on the line, as is conventional. 
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Regarding claims 35 and 47, which recite "wherein the changeable sound events 
are achieved by varying a basic pattern by changing at least one of the instrumentation 
and the pitch and the register and the volume and the dynamic range and the speed 
and the rhythm and the tone sequence and the melody", see Figs. 3-4 of Kortum, which 
teach changing amplitude (recited volume) and pitch in proportion to wait time, as 
recited. 

Regarding claim 36, which recites "wherein an acoustic echo sounding signal or 
a metronome signal is used as basic pattern", as Kortum teaches numerous examples 
of changing musical patterns and/or the music itself, it would have been obvious to one 
of ordinary skill to modify either Byers or the Shimizu/Byers combination with the ability 
to use an echo or metronome sound, as recited. 

Regarding claims 37 and 48, which recites "wherein the sound events are 
changed in proportion to the decreasing waiting time", see Figs. 3-4 of Kortum, which 
teach changing amplitude and pitch in proportion to wait time, as recited. 

8. Claims 38-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either the Byers/Korum combination or the Shimizu/Byers/Korum combination as 
applied to claims 33, 35-37 above, and further in view of U.S. Patent 7,010,288 to 
Brown et al. (hereinafter "Brown"). 
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Regarding claim 38, which recites "wherein possible callers are divided into 
different categories, the different categories in each case comprising separate personal 
voice outputs of the user", Shimizu, Byers and Korum do not teach this recited feature. 

In an analogous art, Brown teaches a mobile phone which includes the capability 
of providing different messages to callers based on the state of the device and the 
identified caller. See for example, the description of Fig. 5 in columns 5-6 which 
teaches that "a user could have different pre-programmed messages for family 
members, friends, business associates, his or her boss, etc., and could select the 
appropriate response based on caller ID and/or ANI information", which teaches the 
recited features in claim 38. 

Therefore, as Brown also teaches that the user may preprogram messages 
which include callback time information (see column 6 lines 1 1-25), it would have been 
obvious to one of ordinary skill in the art to modify either the Byers/Korum combination 
or the Shimizu/Byers/Korum combination, to include the feature of identifying callers 
and providing appropriate messages based on the identified caller, as is conventional. 

Regarding claim 39, which recites "wherein the different categories comprise at 
least one of a private domain and a business domain and a neutral domain", see 
columns 5-6 of Brown. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Kelley whose telephone number is (571) 272- 
5652. The examiner can normally be reached on Monday-Friday, 9AM to 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on (571) 272-7922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/SSK/ 

/NICKCORSARO/ 

Supervisory Patent Examiner, Art Unit 2617 



